04/21/2008 17:34 FAX 



@002 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
" n Pitent »d Trademark Office 
rfMISSIONER FOR PATENTS 



12313-1450 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/810,603 

7590 

DAVID H. SHEN 
21037 Dorsey WAY 
Saratoga, CA 9S070 



03/290004 



David H.Shen 



9709 



03/01/2008 



EXAMINER 



ART UNIT 



MAI TAN V 



PAPER NUMBER 



2193 



MAIL DATE 



DELIVERY MODE 



.03/03/2008 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 




1 1 -o If 



PTO/SB/17 (10-08) 
Approved for use through 06/30/2010. OMB 0651-0032 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB control number 



===Fees pursuant to the Consolidated Appropriations Act, 2005 (H.R. 4818). 

FEE TRANSMITTAL 


Application Number 


10/810,603 


Filing Date 


March 29, 2004 


For FY 2009 


First Named Inventor 


David H. Shen 


Examiner Name 


Tan V. Mai 


[/J Applicant claims small entity status. See 37 CFR 1.27 


Art Unit 


2193 ] 


^TOTAL AMOUNT OF PAYMENT ($) 1 56 


Attorney Docket No. 





METHOD OF PAYMENT (check all that apply) 



0 Check CZl Credit Card HUfvloney Order EH None d Other (please identiry):_ 
| | Deposit Account Deposit Account Number: Deposit Account Name: 



For the above-identified deposit account, the Director is hereby authorized to: (check all that apply) 
|~| Charge fee(s) indicated below Q Charge fee(s) indicated below, except for the filing fee 

□ Charge any additional fee(s) or underpayments of fee(s) I I Credit any overpayments 
under 37 CFR 1.16 and 1.17 1 — 1 
WARNING: Information on this form may become public. Credit card information should not be included on this form. Provide credit card 
information and authorization on PTO-2038. 



FEE CALCULATION 



1. BASIC FILING, SEARCH, AND EXAMINATION FEES 



Application Type 



FILING FEES 

Small Entity 
Fee (?) Fee ($) 



SEARCH FEES 

Small Entity 
Fee ft) Fee ($) 



EXAMINATION FEES 
Small Entity 
Fee ($) Fee ($) 



Fees Paid it) 



Utility 


330 


165 


540 


270 


220 


110 


Design 


220 


110 


100 


50 


140 


70 


Plant . 


220 


110 


330 


165 


170 


85 


Reissue 


330 


165 


540 


270 


650 


325 


Provisional 


220 


110 


0 


0 


0 


0 



2. EXCESS CLAIM FEES 
Fee Description 

Each claim over 20 (including Reissues) 

Each independent claim over 3 (including Reissues) 

Multiple dependent claims 
Total Claims Extra Claims Fee ($) 

26 - 20 or HP = 6 x 26 = . 

HP = highest number of total claims paid for, if greater than 20. 
Indep. Claims Extra Claims Fee ($) 
- 3 or HP = x 



Fee Paid ($) 
156 

Fee Paid [$) 



Small Entity 
Fee ($1 Fee ($) 
52 26 
220 110 
390 195 
Multiple Dependent Claims 
Fee i%\ Fee Paid ($> 



HP = highest number of independent claims paid for, if greater than 3. 

3. APPLICATION SIZE FEE 

If the specification and drawings exceed 100 sheets of paper (excluding electronically filed sequence or computer 

listings under 37 CFR 1.52(e)), the application size fee due is $270 ($135 for small entity) for each additional 50 
sheets or fraction thereof. See 35 LLS.C. 41(a)(1)(G) and 37 CFR L16(s). 

Total Sheets Extra Sheets Number of each additional 50 or fraction thereof Fee ($) Fee Paid ($) 

-100= /50 = (round up to a whole number) x = 

4. OTHER FEE(S) 

Non-English Specification, $130 fee (no small entity discount) 

Other (e.g., late filing surcharge): 



Fees Paid ($) 



SUBMITTED BY 



Signature 



Name (PrintHype) David H. Shen 



Registration No. 
(Attorney/Agent) 



Telephone 408-888-0867 



Date Nov. 2, 2008, 



This collection of information is required by 37 CFR 1 .136. The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 30 minutes to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments 
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent 
and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

if you need assistance in completing the form, call 1-800-PTO9199 and select option 2. 




PTO/SB/21 (10-08) 
Approved for use through 1 1/30/2008. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
nriPr the Paoerwnrk Reduction Act of 1995 no persons are required to respond to a collection of information unless it displays a valid OMB corrtn 



TRANSMITTAL 
FORM 

(to be used for all correspondence after initial filing) 



Application Number 



Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



10/810,603 



March 29, 2004 



David H. Shen 



2193 



Tan V. Mai 



\^ Total Number of Pages in This Submission Jflffi 



Attorney Docket Number 



ENCLOSURES (Check all that apply) 



0 
0 



□ 
□ 

□ 
□ 



Fee Transmittal Form 
0 Fee Attached 
Amendment/Reply 

□ After Final 

EZI Affidavits/declaration(s) 
Extension of Time Request 
Express Abandonment Request 
Information Disclosure Statement 



Certified Copy of Priority 
Document(s) 

Reply to Missing Parts/ 
Incomplete Application 

□ Reply to Missing Parts 
under 37 CFR 1.52 or 1.53 



0 
□ 

□ 
□ 
□ 
□ 
□ 
□ 



Drawing(s) 

Licensing-related Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney, Revocation 
Change of Correspondence Address 

Terminal Disclaimer 
Request for Refund 
CD, Number of CD(s) 



□ 



□ 
□ 

□ 
□ 



0 



After Allowance Communication to TC 

Appeal Communication to Board 
of Appeals and Interferences 

Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief) 

Proprietary Information 

I I Status Letter 

Other Encfosure(s) (please Identify 
below): 

1 Amendment instructions-31pp 

2 Amended drawings- 16pp 

3 Subsitute Specification-(32pp marked, 28pp 
clean) 



Landscape Table on CD 
| Remarks [" 

1 Originally applicant's (2pp) IDS and Examiner's Notice of Reference Cited(lpg) 

2 Attached copy of office notice mail dated March 3,2008 

3 Copy of Examiner's office notice 

4 Amendment claims benefit of priority of Provisional Application No. 60/460,679 

5 Copy of 5mo extension(2pp) 

6 1 Postcard 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 



Firm Name 



Signature 



Printed name 



David H. Shen 



Date 



11/2/2008 



Reg. No. 



CERTIFICATE OF TRANSMISSION/MAILING 



I hereby certify that this correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on 
the date shown below: 



Signature 



\Typed 



or printed name 



D*//flf f-f She* 



Date 



i I/3./2OO8' 



This collection of information is required by 37 CFR 1.5. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and1.14. This collection is estimated to 2 hours to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the 
amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS 
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-Q00-PTO-9199 and select option 2. 



04/21/2008 17:34 FAX 



1^003 



r - 

Office Action Summary 


Application No. 

10/810.603 


Applicants) . 
SHEN, DAVID H. 


Examiner 

Tan V. Mai 
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- The MAIUNQ DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.138(e). Wi no event, however, may a reply be UmeJy Hied 

after SIX (8) MONTHS from the mailing date of (hit communication. 
• If NO period for reply Is specified above, the maximum statutory period e/fl apply and win expire SIX (8) MONTHS from the mailng date of (Ms ©ommunlcattoa 
t Failure to reply within the set or extended period for repty wil. by statute, cause the application to become ABANDONED (35 U S C § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communications) tiled on 29 March 2004 . 
2a)Q This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is In condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) IE) Claim(s) 1-15 is/are pending in the application. 

4a) Of the above ciafm(s) Is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) E3 Claim(s) 1-15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Clalm(s) are subject to restriction and/or election requirement 

Application Papers 

9) G The specification is objected to by the Examiner. 

10)Q The drawlng(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction Is required If the drawing(s) Is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 1 1 9 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-{d) or (f). 
a)D All b)Q Some * cO None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the Certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
• See the attached detailed Office action for a list of the certified copies not received. 



Attachment^) 

1) C9 Notice of References Cited (PTO-692) A) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Peper No(syMaii Date. . 

3) 13 Information Disclosure Statements) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(syMail Oate V2W04. 6) □ Other . 

U.S. Patsni ta3 Tratiemaifc Office . 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./MaJI Date 20080227 
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Application/Control Number: 10/810,603 Page 2 

Art Unit: 2193 

1 . The drawings are objected to because Fig. 1 should be labeled TRIOR ART". 
Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. The replacement sheet(s) should be labeled "Replacement Sheet" in 
the page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the 
drawing figures. If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using It in such full; clear, concise, and exact terms as to enable any person skilled In the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-15 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a FIR filter (Fig. 2) or a IIR filter (Fig. 3), does not 
reasonably provide enablement for a method for selectively either "forward signal 
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propagation", i.e. FIR filter or "feedback signal propagation", i.e. IIR filter. The specification 
does not enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to made and use the invention commensurate in scope with these claims. 

The applicant has failed to disclose the physical structure of his method for 
implementing a filter which can select either FIR filter or IIR filter with any meaningful 
degree of specificity. 

The examiner contends that not only would it require undue experimentation to 
design the above method which would perform the function(s) disclosed and claimed, 
but that it would also require undue experimentation for one of ordinary skill in the art to 
design working method that would permit the user selects either FIR filter or IIR filter as 
claimed. 

It Is noted that FIR filter or IIR filter {in the specification] are distinct 
inventions. An application should claim a single invention, i.e., either FIR filter or 
IIR filter. 

3. Claims 1-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per independent claim 1 , the claim should be a SINGLE sentence . See 
example format in cited references. The claim recites TWO distinct inventions, "forward 
signal propagation" and "feedback signal propagation", i.e., there is NO interconnection 
between them. 
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As per claim 3, the phrase "or any other known transmission line types 1 ' (last line) 
is vague and indefinite. For example, some "other known transmission line types" can 
NOT use at the time the application filed but can use in the future or "other known 
transmission line types" exits after the application filed. 

As per claims 3-4, the terms "can be" are indefinite. 

4. 35 U.S.C. 101 reads as follows: 

Whoever Invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. . 

Claims 1-15 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. 

The claims recite a method for performing a mathematical function. 

"[t]o satisfy section 101 requirements, the claim must be for a practical application of the Sec. 101 
judicial exception; which can be identified in various ways; 

. The claimed invention "transforms" an article or physical object to a different state or thing. 
. The claimed invention otherwise produces a useful, concrete and tangible result,...". 

See "Interim Guidelines for Examination of Patent Applications for Patent Subject Matter 
Eligibility*' OG Date: 22 November 2005. 

In order for claims to be statutory, claims must include a practical application with 
a concrete, useful, and tangible result. However, claims 1-15 merely disclose steps of 
performing mathematical function without disclosing a practical application with a 
concrete, useful, and tangible result, as they are pre-emptive in any application. 
Therefore, claims 1-15 are directed to non-statutory subject matter. 
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5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overKasper et al. 

Kasper et al discloses, e.g., see Figs. 1-3 and 9-10, the invention substantially as 
claimed, including: a "forward signal propagation" having the claim "transmission line". 
It is noted that Kasper et al do not specifically detail the claimed "forward signal 
propagation". It would have been obvious to a person having ordinary skill in the art at 
the time the invention was made to design the claimed invention according to Kasper et 
al's "forward signal propagation" teachings because "feedback signal propagation" is 
merely a modification of "forward signal propagation". 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Cited references are art of interest. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tan V. Mai whose telephone number is (571) 272-3726. 
The examiner can normally be reached on Mon-Wed from 9;30am to 2:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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supervisor, Lewis Bullock, can be reached on (571) 272-3759. The fax phone number 
for the organization where this application or proceeding is assigned is: 
Official (571)273-8300. 
Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
2100. 

/Tan V Mai/ 
Primary Examiner, Art Unit 2193 



